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TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of:

K-Swiss Inc.

Serial No.: 77/438,388

Appeal Filed: May 17, 2010

Trademark: TUBES [Stylized]

Trademark Examining Attorney:
Ronald E. DelGizzi
Law Office 107

REQUEST FOR REMAND AND STAY OF APPEAL TO ALLOW EXAMINING
ATTORNEY TO RECONSIDER THE REFUSAL TO REGISTER 

BASED UPON NEW EVIDENCE

Applicant respectfully requests the Trademark Trial and Appeal Board stay all action on

the appeal and remand the file to the Examining Operation so that the Examining Attorney can

consider new evidence.  

The Examining Attorney refused registration to Applicant by refusing to respect the

rights conferred on Applicant by virtue of its prior and senior registration.   The Examining

Attorney justified his action by taking a broad view of a junior registrant’s registration. 

Applicant has now secured a consent agreement (a/k/a a co-existence agreement) from the junior

registrant.   Applicant submits that the Examining Attorney’s prior broad interpretation of the

junior registration, even if originally appropriate (which Applicant disputes), is no longer

warranted.  
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TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

In re the Application of:

K-Swiss Inc. Examining Attorney

Application Serial No.: 77438388 Ronald E. DelGizzi

Filed: April 2, 2008 Law Office 107

Mark: TUBES [Stylized] BOX RESPONSES
NO FEE

Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA  22202-3513

Sir:

APPLICANT’S REQUEST FOR RECONSIDERATION

Applicant respectfully requests the Trademark Examining Attorney reconsider the final refusal

to register the above-referenced mark in view of new evidence; namely, a co-existence agreement.

REMARKS

Applicant seeks registration of the mark:

for shoes.  The Trademark Examining Attorney has refused registration based on United States

Trademark Registration No. 3,556,248, which is for the mark POWER TUBES for various highly

specialized ski products.  As previously noted, Applicant owns senior United States Trademark

Registration No. 1,340,894 for the mark TUBES for “Boy’s and Infant’s Shoes.”  



1  As the Examining Attorney has acknowledged, K-Swiss is the senior registrant but has
continued his refusal to register based upon the junior registrant’s registration. 
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Applicant submits that the present application should be allowed based on the various

arguments previously made in this application.  However, in addition, Applicant recently obtained a

Consent to Register (a co-existence agreement) the present TUBES mark from the owner of junior

Registration No. 3,556,248.  A copy of that consent is submitted herewith.  

In the co-existence agreement, the junior1 Registrant (which is the basis for the Examining

Attorney’s refusal to register) agrees to limit its goods to very highly specialized ski products such as

ski bindings, ski parts, and ski hardware.  These items are highly unrelated to Applicant’s goods in the

instant application.  Moreover, the junior Registrant agrees to take necessary actions to avoid any

possible likelihood of confusion.  While the Examining Attorney has to date refused to respect the

rights conferred on Applicant by virtue of its senior registration by taking a broad view of the junior

registrant’s registration, such broad interpretation, even if originally appropriate (which Applicant

disputes) can no longer be warranted or appropriate.  Clearly, under these circumstances, the

Examining Attorney can not and should not second guess commercial merchants in their respective

industries. 

Applicant requests that, in view of this consent (as well as in view of Applicant’s other

arguments), the present application should be allowed, see In re Four Seasons Hotels Ltd., 26

USPQ2d 1071 (Fed. Cir. 1993); In re N.A.D. Inc., 244 USPQ 969 (Fed. Cir. 1985); In re SGS Tool

Co., 24 USPQ2d 1382 (TTAB 1992); Anthony's Pizza & Pasta International Inc. v. Anthony's Pizza

Holding Co., 95 USPQ2d 1271 (TTAB 2009) (“Plaintiff's willingness to execute a coexistence

agreement in a situation where it believed that the parties’ different channels of trade would avoid

confusion epitomizes the type of circumstance in which the Federal Circuit has encouraged such

agreements.” citing Bongrain International (American) Corporation v. Delice de France Inc., 1










